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DETAILED ACTION 

Election/Restrictions 

Applicant's election of Invention I, drawn to claims 16 -28 in the reply filed on 
October 16, 2006 is acknowledged. Because applicant did not distinctly and specifically 
point out the supposed errors in the restriction requirement, the election has been 
treated as an election without traverse (MPEP § 81 8.03(a)). 

Claims 29 - 32 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on October 16, 
2006. 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

The information disclosure statements (IDS) submitted are being considered by 
the examiner. 



Claim Objections 
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Claim 23 is objected to because of the following informalities: in line 2, "... 
applied one of to the silicon...". 

It is not understood of the words used. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 16 - 18, 20, 23 - 24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nishimura et al. (U.S. Patent No. 5,604,380), hereinafter as Nishimura. 

Regarding claim 16, at least fig. 2d of Nishimura teaches a layer system, 
comprising: 

a silicon layer (ref. no. 1); and 

a passivation layer applied at least regionally to a surface of the silicon layer (as 
seen in fig. 2d), wherein: 

the passivation layer includes a first, at least largely, inorganic partial layer (ref. 
nos. 4 and/or 6) and a second partial layer, and the second partial layer is made of an 
organic compound (ref. no. 5). 
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Regarding claim 17, at least fig. 2d of Nishimura teaches the layer system as 
recited in claim 16, wherein the organic compound contains a halogen (col. 13, lines 46 
- 50; examples and tables in the disclosure). 

Regarding claim 18, at least fig. 2d of Nishimura teaches the layer system as 
recited in claim 16, wherein: the organic compound includes a silane corresponding to 
one of an organic fluorine silane, an organic fluorochlorine silane, and a siloxane (col. 
10, lines 55-67). 

Regarding claim 19, at least fig. 2d of Nishimura teaches the layer system as 
recited in claim 16, wherein the organic compound has the general formula R a -Rt>- 
Si(X) 3 . n -(Rc)n, R a being a perfluorinated polyether or a perfluorinated alkyl group having 
1 to 16 carbon atoms, especially 6 to 12 carbon atoms, R b and R c being an alkyl group, 
and X being a halogen, an acetoxy group or an alkoxyl group, and n having a value of 0 
to 2 (col. 22, lines 39-42). 

Regarding claim 20, at least fig. 2d of Nishimura teaches the layer system as 
recited in claim 16, wherein the first partial layer is at least largely composed of an oxide 
layer including a silicon oxide (ref. no. 4). 

Regarding claim 23, at least fig. 2d of Nishimura teaches the layer system as 
recited in claim 16, wherein the first partial layer is directly applied one of to the silicon 
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layer and on a layer of silicon oxide situated on the silicon layer (as seen in fig. 2d). 

Regarding claim 24, at least fig. 2d of Nishimura teaches the layer system as 
recited in one claim 16, wherein the second partial layer is a self-assembled monolayer 
(col. 22, lines 39-42). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 21 - 22 and 25 - 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nishimura as applied to claim 16 above. 
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Regarding claim 21 , at least fig. 2d of Nishimura teaches the layer system as 
recited in claim 16, but Nishimura does not explicitly teaches wherein the first partial 
layer has a thickness of 1 nm to 100 nm. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide the device of 
Nishimura with the first partial layer thickness, in order to achieve desirable thickness. 

Regarding claim 22, at least fig. 2d of Nishimura teaches the layer system as 
recited in claim 16, wherein the first partial layer has a thickness of 1 nm to 20 nm. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to provide the device of Nishimura with the first partial layer thickness, in 
order to achieve desirable thickness. 

Regarding claim 25, at least fig. 2d of Nishimura teaches the layer system as 
recited in claim 16, wherein the second partial layer has a thickness of 0.5 nm to 30 nm. 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide the device of Nishimura with the second partial layer 
thickness, in order to achieve desirable thickness. 

Regarding claim 26, at least fig. 2d of Nishimura teaches the layer system as 
recited in claim 16, wherein the second partial layer has a thickness of 5 nm to 20 nm. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
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was made to provide the device of Nishimura with the second partial layer thickness, in 
order to achieve desirable thickness. 

Regarding claims 21 - 22 and 25 - 26, there is no evidence indicating the 
thickness of first and second partial layers are critical and it has been held that it is not 
inventive to discover the optimum or workable range of a result-effective variable within 
given prior art conditions by routine experimentation. See MPEP § 2144.05. . 

Note that the specification is believed not containing any disclosure of either the 
critical nature of the claimed dimensions of any unexpected results arising there from. 
Where patentability is aid to be based upon particular chosen dimensions or upon 
another variable recited in a claim, the Applicant must show that the chosen dimensions 
are critical. In re Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936 (Fed. Cir. 
1990). 

Regarding claim 27, at least fig. 2d of Nishimura teaches the layer system as 
recited in claim 16, wherein the passivation layer protects the silicon layer with respect 
to an etch attack by a gaseous halogen fluoride including one of CIF 3 and BrF 3 . 

Claim 27 is drawn to the process by which the product is made. Such product by 
process limitation does not structurally distinguish over the reference. 

Note that a "product by process" claim is directed to the product per se, no matter 
how actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 3). See also In re Brown, 
173 USPQ 685; In re Luck, 177 USPQ 523; In re Fessmann, 180 USPQ 324; In re 
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Avery, 186 USPQ 161; In re Marosietal., 218 USPQ 289; and particularly In re Thorpe, 
227 USPQ 964, all of which make it clear that it is the patentability of the final product 
per se which must be determined in a "product by process" claim, and not the 
patentability of the process, and that an old or obvious product produced by a new 
method is not patentable as a product, whether claimed in "product by process" claims 
or not. Note that applicant has the burden of proof in such cases, as the above case 

ir 

law makes clear. 

Regarding claim 28, at least fig. 2d of Nishimura teaches the layer system as 
recited in claim 16, wherein the passivation layer is free of micro-scale or nano-scale 
channels which are permeable for a gas including one of CIF 3 , BrF 3 and a vapor. 

Claim 28 is drawn to the process by which the product is made. Such product by 
process limitation does not structurally distinguish over the reference. 

Note that a "product by process" claim is directed to the product per se, no matter 
how actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 3). See also In re Brown, 
173 USPQ 685; In re Luck, 177 USPQ 523; In re Fessmann, 180 USPQ 324; In re 
Avery, 186 USPQ 161; In re Marosietal., 218 USPQ 289; and particularly In re Thorpe, 
227 USPQ 964, all of which make it clear that it is the patentability of the final product 
per se which must be determined in a "product by process" claim, and not the - 
patentability of the process, and that an old or obvious product produced by a new 
method is not patentable as a product, whether claimed in "product by process" claims 
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or not. Note that applicant has the burden of proof in such cases, as the above case 
law makes clear. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hoang-Quan Ho whose telephone number is (571) 272- 
871 1 . The examiner can normally be reached on Monday - Friday, 9 AM - 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Smith can be reached on (571) 272-1907. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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